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Abstract

The Scope of a Descriptive Trademark from the Perspective of 
the Assumption of Risk

Koo, Dae-Hwan*
64)

A descriptive trademark cannot be registered because it is not distinctive and 
expresses the characteristics of goods. Even if it directly conveys the 
characteristics of the goods, it can be registered when it acquires secondary 
meaning. Once it is registered, it provides its holder with exclusive rights to ban 
others from using without permission. For these reasons, a trademark holder 
chooses a descriptive trademark even if he can select other distinctive marks. 

However, the Korea Trademark Act article 51.1.2 stipulates that no effect of 
trademark right shall be extended to the trademark which falls under a trademark 
indicating the normal denomination, quality, raw materials, use, etc. of the 
designated goods of the registered trademark in a common way. Therefore it is 
not clear whether any effect of a registered descriptive trademark can be extended 
to the trademark stipulated in article 51.1.2.

The Korean Supreme Court cases have been inconsistent on this matter. A case 
(i.e. Supreme Court 86hu4 decided June 23, 1987) notes that the scope of a 
registered descriptive trademark does not cover the trademark stipulated in article 
51.1.2. This means that it is not necessary to recognize the trademark registration 
of a descriptive trademark having distinctiveness by using. This makes article 6.2 
meaningless. However, recent other cases (i.e. Supreme Court 88hu974 decided 
May 12, 1992; Supreme Court 96ma217 decided May 13, 1996; Supreme Court 
96da56382 decided May 30, 1997) describe that once a descriptive trademark is 
registered by acquiring secondary meaning, its effect extends to the trademark 
stipulated in article 51.1.2. This makes article 51.1.2 meaningless. 

Because this matter is decisively important in solving disputes with regard to 
descriptive trademarks, an en banc Supreme Court decision is needed to make 
these conflicting cases coherent. This Article tries to determine whether the effect 

*  Professor, Law School University of Seoul, PhD in Law.
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of a registered descriptive trademark can be extended to the trademark stipulated 
in article 51.1.2 from the perspective of the “assumption of risk of confusion.” 
It also provides proposals to amend the relevant Trademark Act articles to enhance 
the clarity of this issue. 


