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Abstract

: 

Review on the Legitimacy of Active Trials to Confirm the 
Scope of a Patent

Koo, Dae-Hwan*
72)

This article examines the cases by the Korean Supreme Court on active trials 
to confirm the scope of a patent, highlights the disharmony in the cases and 
provides suggestions to the Courts and proposals to amend the Korean Patent Act 
to enhance the efficiency in dealing with such cases. 

A patentee, an exclusive licensee or an interested person demands to confirm 
whether the scope of a patent right includes an invention that is being carried 
out or is going to be carried out. Improved inventions can be patented. When 
there is utilizing relationship between patents, a latter patented invention which 
is an improved invention utilizing the former patented invention falls within the 
scope of the former patented invention. Utilizing relationship exists where a latter 
patented invention has all elements of the former patented invention as a whole 
and adds other elements resulting in prominent effects, which a person skilled 
in the arts would have not been able to conceive. 

Decisions by the Korean Supreme Court on active trials to confirm the scope 
of patents can be summarized as follows: Trials to confirm the scope of a 
patent against another are illegitimate in principle. Active trials to confirm the 
scope of patents are legitimate when there is utilizing relationship between patents. 

According to the decisions by the Korean Supreme Court, active trials to confirm 
the scope of patents are illegitimate only when the latter patented invention is 
the same as (or similar to) the former patented invention. Passive trials to confirm 
the scope of patents are always legitimate and active trials to confirm the scope 
of patents are illegitimate only when latter patented invention is the same as the 
former patented invention. However, even if a decision is made that the latter 
patented invention does not utilize but falls within the scope of the former patented 
invention, the decision does not make the latter patented invention invalid. It is 
inappropriate that active trials to confirm the scope of patents are “in principle” 
illegitimate. Therefore, regardless of passive or active, trials to confirm the scope 
of patents should be regarded to be legitimate.

* Associate Professor, Law School University of Seoul, PhD in Law




